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DETAILED ACTION 

Acknowledgements 

1 . This communication is in response to tine original Application No. 10/595,501 
filed on May 8, 2009. 

2. Claims 1-18 are currently pending and have been fully examined. 

3. For the purpose of applying the prior art, PreGrant Publications will be referred to 
using a four digit number within square brackets, e.g. [0001]. 

Examiner's Comments/Remarks 

4. Examiner would like to point out that the language of claim 1 , and in others, 
describes, "non-functional descriptive material." For example, as to claim 1 , Applicant 
recites, "...system controller further comprising executable computer instructions...." 
However, this is an example of non-functional descriptive material.^ Applicant seems to 
be missing the language, "...when executed causes the computer to perform...." 

As to claim 6, Applicant recites, "...said first preferred ration occurs when the 
amount...." The MPEP interprets claim limitations that contain "if, may, might, can, 
when and could" statement(s), as optional language. As matter of linguistic precision, 
optional claim elements do not narrow claim limitations, since they can always be 
omitted.^ Language that suggests or makes optional but does not require steps to be 



^ In re Gulack, 217 USPQ 401 (Fed. Cir. 1983), In re Ngai, 70 USPQ2d (Fed. Cir. 2004), In re Lowry, 32 USPQ2d 
1031 (Fed. Cir. 1994); MPEP 2106.01 II; Where the phnted matter is not functionally related to the substrate, the 
printed matter will not distinguish the invention from the prior art in terms of patentability .... [T ]he critical question is 
whether there exists any new and unobvious functional relationship between the printed matter and the 
substrate; 



^ In re Johnston, 77 USPQ2d 1788 (Fed. Cir. 2006); 
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performed or does not limit a claim to a particular structure does not limit the scope of a 
claim or claim limitation.'' 

Claim 7 contains similar language. 

Response to Applicant's Remarks/Amendments 
5. In response to Applicant's remarks filed on May 8, 2009 have been fully 
considered, but are moot in light of new grounds for rejection. 

Applicant argues: 

For instance, each of Applicant's claims particularly requires (whether by way of an executable 
computer instruction configured to carry out a specific function or by way of a particular method 
step) initially causing a disproportionate amount of consumable media to be used in a second 
output print device compared to a first output print device until the amount of consumable media in 
the first output print device is in a first preferred ratio to the amount of consumable media in the 
second output print device, at which point it alternates the usage of consumable media between the 
two print devices until the second output print device is exhausted. 

However, Shimada expressly teaches: 

In a network system which includes multiple printers, when a problem is detected in any one of the 
printers performing a print, another normally functioning printer is selected to substitute for the 
printer in which the problem is detected. In order to ensure that quality of the images printed by the 
selected substitute printer is the same as that of the images printed by the printer in which the 
problem is detected, the print data is corrected and is outputted to the selected substitute printer 
(Abstract); 

(12) Another object of the present invention is to provide (i) a printer control device and 
method, such that where a failure occurs In a printer performing printing in a network circuit 
to which multiple printers are connected, printing is continued using a substitute printer in a 
manner that ensures that the color or gradation characteristics of the images printed by the 
substitute printer after the failure are not different from the color or gradation 
characteristics of the images printed by the printer in which the failure occurred before the 
occurrence of the failure, and (ii) a computer program product for this control. 

(13) In order to attain these and other objects, one aspect of the present invention comprises a 
printer control device that controls multiple printers connected to a network circuit, said printer 
control device having (i) a detector that detects a problem in any of the printers, (ii) selection control 
in which, when a problem is detected by the detector, another normally functioning printer is 
selected to substitute for the printer in which the problem was detected, and (iii) substitution control 
in which (a) correction is made to the print data that was to have been printed out by the printer in 
which the problem occurred, to ensure that the quality of the images printed by the selected 
substitute printer is the same as that of the images printed by the printer in which the problem 
occurred, and (b) the corrected print data is output to the selected substitute printer. 
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Therefore, the Examiner respectfully disagrees with the Applicant and maintains his 
rejection. 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. §101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-18 are rejected under 35 U.S.C. §101 because the claimed invention is 
directed to non-statutory subject matter. 

As to claim 1, 35 USC §101 requires that in order to be patentable the invention 
must be a "new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof (emphasis added). The applicants claims 
mentioned above are intended to embrace or overlap two different statutory classes of 
invention as set forth in 35 USC §101 . The claims begin by discussing a apparatus , 
but subsequently the claims then deal with the specifics of a method (e.g. the steps to 
perform) executed by the processing means (see rejection of claims under 35 USC 
§112, 2nd paragraph, for specific details regarding this issue). ^ 

Claims 2, 11-12 and 1 5 contains similar language or like deficiencies. The 
appropriate correction is required. 

Claims 6-10 and 16-18 are also rejected for being dependent upon rejected 
claims 1-2, 11-12 and 15. 



^ Ex parte Lvell (1 7 USPQ2d 1 548); "A claim of this type is precluded by the express language of 35 USC 1 01 which 
is drafted so as to set forth the statutory classes of invention in the alternative only...." 
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Claims 3-4 and 13-14 are rejected under 35 U.S.C. §101 because the claimed 
invention is directed to non-statutory subject matter. Based on Supreme Court 
precedent"* and recent Federal Circuit decisions, a §101 process must (1) be tied to 
another statutory class (such as a particular apparatus) or (2) transform the underlying 
subject matter (such as an article or materials) to a different state or thing. In addition, 
the tie to a particular apparatus, for example, cannot be mere extra-solution activity .^ 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. 

To meet prong (1), the method step should positively recite the other statutory 
class (the thing or product) to which it is tied. This may be accomplished by having the 
claim positively recite the machine that accomplishes the method steps. Alternatively or 
to meet prong (2), the method step should positively recite identifying the material that is 
being changed to a different state or positively recite the subject matter that is being 
transformed. 

In this particular case, claim 3 fails prong (1 ) because there exist no "tie" to 
another statutory class (such as a particular apparatus) to perform the following steps 
of: 

providing a first output... 
providing a second output... 

Diamond v. Diehr, 450 U.S. 175, 209 USPQ 1 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gotsschalk v. Benson, 409 U.S. 63, 70, 71 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). The 
Supreme Court recognize that this test is not necessarily fixed or permanent and may evolve with 
technological advances; 

^ See In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008); 
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providing a system controller... 

Therefore, claim 3 does not meet the requirements of the first prong (1). 

Additionally, the claim(s) 3 fail prong (2) because the method steps do not 
transform the underlying subject matter to a different state or thing 

Claims 6-10 and 16-18 are also rejected for being dependent upon rejected 
claims 3-4 and 13-14. The appropriate correction is required. 

Claim 5 is directed to a "program product." A "program product" is software, and 
according to the MPEP, software, without a computer readable medium storing the 
software when executed, causes the computer to perform specific method steps, is non- 
functional descriptive material and is therefore rejected under 35 U.S.C §101 (MPEP 
§21 06.01 ). A "computer program", as claimed, is not one of the four statutory classes 
of invention, as it is merely data. The appropriate correction is required. 

Claim 15 contains similar language or like deficiencies. The appropriate 
correction is required. 

Claims 6-10 and 16-18 are also rejected for being dependent upon rejected 
claims 5 and 15. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. §102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-18 are rejected under 35 U.S.C. §1 02(e) as being anticipated by 
Shimada , (US 7,221 , 465) r Shimada ") and in view of Smith etal. . (US 2003/0149917) 

(" Smith "). 

As to claims 1-4 and 11-14: 

Shimada teaches substantially as claimed: 

a first output print device with consumable media (Figure 1 , Claimsl , 16, 25); 

a second output print device with consumable media (Figure 1 , Claimsl , 16, 25); 
and 

Shimada does not expressly teach: 

a system controller that controls the utilization of consumable media of said first 
output print device and said second output print device, said system controller 
further comprising executable computer instructions to: 

(i) initially cause a disproportionate amount of utilization of consumable media to 
be produced from said second output print device compared to said first output 
print device, and to continue the disproportionate amount of utilization of 
consumable media from said second output print device until the amount of 
consumable media of said first output print device is in a first preferred ratio 
compared to the amount of consumable media in said second output print 
device; 
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(ii) in response to achieving said first preferred ratio between tlie consumable 
media of said first output print device and said second output print device, 
alternate utilization of consumable media between said first output print device 
and said second output print device until said second output print device 
exhausts its consumable media; 

(ill) in response to replenishment of the consumable media of said second output 
print device, cause a disproportionate amount of utilization of consumable media 
to be produced from said second output print device compared to said first output 
print device, and to continue the disproportionate amount of utilization of 
consumable media until the amount of consumable media of said second output 
print device is in a second preferred ratio compared to the amount of consumable 
media in said first output print device; 

(iv) in response to achieving said second preferred ratio between the 
consumable media of said second output print device and said first output print 
device, alternate utilization of consumable media between said second output 
print device and said first output print device until said first output print device 
exhausts its consumable media; 

(v) in response to replenishment of the consumable media of said first output 
print device, cause a disproportionate amount of utilization of consumable media 
to be produced from said first output print device compared to said second output 
print device, and to continue the disproportionate amount of utilization of 
consumable media until the amount of consumable media of said first output print 
device is in said first preferred ratio compared to the amount of consumable 
media in said second output print device; and 

(vi) maintain continued utilization of consumable media by repeating functions (ii) 
through (v); 

replenishing consumable media in said second output print device after each 
occurrence of said second output print device exhausting its consumable media; 
and 

replenishing consumable media in said first output print device after each 
occurrence of said first output print device exhausting its consumable media. 

However, Smith expressly teaches: 

a system controller that controls the utilization of consumable media of said first 
output print device and said second output print device, said system controller 
further comprising executable computer instructions to ([0033]): 
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(i) initially cause a disproportionate amount of utilization of consumable media to 
be produced from said second output print device compared to said first output 
print device, and to continue the disproportionate amount of utilization of 
consumable media from said second output print device until the amount of 
consumable media of said first output print device is in a first preferred ratio 
compared to the amount of consumable media in said second output print device 
([0033]); 

(ii) in response to achieving said first preferred ratio between the consumable 
media of said first output print device and said second output print device, 
alternate utilization of consumable media between said first output print device 
and said second output print device until said second output print device 
exhausts its consumable media ([0033]); 

(ill) in response to replenishment of the consumable media of said second output 
print device, cause a disproportionate amount of utilization of consumable media 
to be produced from said second output print device compared to said first output 
print device, and to continue the disproportionate amount of utilization of 
consumable media until the amount of consumable media of said second output 
print device is in a second preferred ratio compared to the amount of consumable 
media in said first output print device ([0033]); 

(iv) in response to achieving said second preferred ratio between the 
consumable media of said second output print device and said first output print 
device, alternate utilization of consumable media between said second output 
print device and said first output print device until said first output print device 
exhausts its consumable media ([0033]); 

(v) in response to replenishment of the consumable media of said first output 
print device, cause a disproportionate amount of utilization of consumable media 
to be produced from said first output print device compared to said second output 
print device, and to continue the disproportionate amount of utilization of 
consumable media until the amount of consumable media of said first output print 
device is in said first preferred ratio compared to the amount of consumable 
media in said second output print device ([0033]); and 

(vi) maintain continued utilization of consumable media by repeating functions (ii) 
through (v) ([0033]). 

replenishing consumable media in said second output print device after each 
occurrence of said second output print device exhausting its consumable media 
([0033]); and 

replenishing consumable media in said first output print device after each 
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occurrence of said first output print device exiiausting its consumable media 
([0033]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Shimada to include the features of Smith because in a printer 
network system it maybe desirable to control printer operation to ensure proper 
operation of printer jobs. 



As to claims 5 and 15: 

Shimada expressly teaches: 

using consumable media with a first output print device (Figure 1 , Claims 1 6, 25); 

using consumable media with a second output print device (Figure 1 , Claims 16, 
25); and 

Shimada does not expressly teach: 

controlling the utilization of consumable media of said first output print device and 
said second output print device with a system controller, said controlling step 
further comprising: 

(i) initially causing a disproportionate amount of utilization of consumable media 
to be produced from said second output print device compared to said first output 
print device, and continuing the disproportionate amount of utilization of 
consumable media from said second output print device until the amount of 
consumable media of said first output print device is in a first preferred ratio 
compared to the amount of consumable media in said second output print 
device; 

(ii) in response to achieving said first preferred ratio between the consumable 
media of said first output print device and said second output print device, 
alternating utilization of consumable media between said first output print device 
and said second output print device until said second output print device 
exhausts its consumable media; 

(ill) in response to replenishment of the consumable media of said second output 
print device, causing a disproportionate amount of utilization of consumable 
media to be produced from said second output print device compared to said first 
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output print device, and continuing the disproportionate amount of utilization of 
consumable media until the amount of consumable media of said second output 
print device is in a second preferred ratio compared to the amount of consumable 

media in said first output print device; 

(iv) in response to achieving said second preferred ratio is between the 
consumable media of said second output print device and said first output print 
device, alternating utilization of consumable media between said second output 
print device and said first output print device until said first output print device 
exhausts its consumable media; 

(v) in response to replenishment of the consumable media of said first output 
print device, causing a disproportionate amount of utilization of consumable 
media to be produced from said first output print device compared to said second 
output print device, and continuing the disproportionate amount of utilization of 
consumable media until the amount of consumable media of said first output print 
device is in said first preferred ratio compared to the amount of consumable 
media in said second output print device; 

(vi) maintaining continued utilization of consumable media by repeating steps (ii) 
through (v). 

However Smith expressly teaches: 

controlling the utilization of consumable media of said first output print device and 
said second output print device with a system controller, said controlling step 
further comprising ([0033]): 

(i) initially causing a disproportionate amount of utilization of consumable media 
to be produced from said second output print device compared to said first output 
print device, and continuing the disproportionate amount of utilization of 
consumable media from said second output print device until the amount of 
consumable media of said first output print device is in a first preferred ratio 
compared to the amount of consumable media in said second output print device 
([0033]); 

(ii) in response to achieving said first preferred ratio between the consumable 
media of said first output print device and said second output print device, 
alternating utilization of consumable media between said first output print device 
and said second output print device until said second output print device 
exhausts its consumable media ([0033]); 

(ill) in response to replenishment of the consumable media of said second output 
print device, causing a disproportionate amount of utilization of consumable 
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media to be produced from said second output print device compared to said first 
output print device, and continuing the disproportionate amount of utilization of 
consumable media until the amount of consumable media of said second output 
print device is in a second preferred ratio compared to the amount of consumable 
media in said first output print device ([0033]); 

(iv) in response to achieving said second preferred ratio is between the 
consumable media of said second output print device and said first output print 
device, alternating utilization of consumable media between said second output 
print device and said first output print device until said first output print device 
exhausts its consumable media ([0033]); 

(v) in response to replenishment of the consumable media of said first output 
print device, causing a disproportionate amount of utilization of consumable 
media to be produced from said first output print device compared to said second 
output print device, and continuing the disproportionate amount of utilization of 
consumable media until the amount of consumable media of said first output print 
device is in said first preferred ratio compared to the amount of consumable 
media in said second output print device ([0033]); 

(vi) maintaining continued utilization of consumable media by repeating steps (ii) 
through (v) ([0033]). 



Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Shimada to include the features of Smith because in a printer 

network system it maybe desirable to control printer operation to ensure proper 

operation of printer jobs. 

As to claim 6: 

Shimada expressly teaches: 

wherein said first preferred ratio occurs when the amount of consumable media 
of said first output print device minus the amount of consumable media of said 
second output print device equals half the amount of consumable media 
available when said first output print device and said second output print device 
are both full of consumable media ((Col. 1, lines 50-67), (Col. 2, lines 6-42), 
(Col., lines 40-48), (Col. 8, lines 38-50), Figure 2, Claims 1-5); 
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As to claim 7: 

Shimada expressly teaches: 

wherein said second preferred ratio occurs when the amount of consumable 
media of said second output print device minus the amount of consumable media 
of said first output print device equals half the amount of consumable media 
available when said second output print device and said first output print device 
are both full of consumable media ((Col. 1 , lines 50-67), (Col. 2, lines 6-42), 
(Col., lines 40-48), (Col. 8, lines 38-50), Figure 2, Claims 1-5); 

As to claims 8 and 16: 

Shimada expressly teaches: 

wherein said first output print device or said second output print device further 
comprises a dye sublimation printer and whereinjhe consumable media further 
comprises dye transfer ribbons, paper, and protective overcoat laminate ((Col. 1, 
lines 50-67), (Col. 2, lines 6-42), (Col., lines 40-48), (Col. 8, lines 38-50), Figure 
2, Claims 1-5); 

As to claims 9 and 17: 

Shimada expressly teaches: 

wherein said first output print device or said second output print device further 
comprises an Inkjet printer and wherein the consumable media further comprises 
Inkjet print cartridges and paper ((Col. 1, lines 50-67), (Col. 2, lines 6-42), (Col., 
lines 40-48), (Col. 8, lines 38-50), Figure 2, Claims 1-5); 

As to claims 10 and 18: 

Shimada expressly teaches: 

wherein said first output print device further comprises a first logical output print 
device and said second output print device further comprises a second logical 
output print device, said first logical output print device further comprising one or 
more physical output print devices, and said second logical output print device 
further comprising one or more physical output print devices ((Col. 1 , lines 50- 
67), (Col. 2, lines 6-42), (Col., lines 40-48), (Col. 8, lines 38-50), Figure 2, Claims 
1-5); 
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Conclusion 

1 0. Applicant's amendment necessitated tine new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communication from 
the examiner should be directed to Mr. Dante Ravetti whose telephone number is 
(571 ) 270-3609. The examiner can normally be reached on Monday - Thursday 
9:00am-5:00pm. 

If attempts to reach examiner by telephone are unsuccessful, the 
examiner's supervisor, Mr. Calvin Hewitt may be reached at (571 ) 272-6709. The 
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fax phone number for the organization where this application or proceeding is 
assigned is (571 ) 270-4609. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system see 
http://pa!r-dsrect,uspto,gov. Should you have questions on access to the private 
PAIR system, please contact the Electronic Business Center (EBC) at 1-(866) 
217-91 97. If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 1-(800) 786- 
91 99 (IN USA or CANADA) or 1 -(571 ) 272-1 000. 

/Dante Ravetti/ 
Examiner, Art Unit 3685 
Thursday, September 17, 2009 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



